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(1) Real Party In Interest 

The Real Party In Interest is Magna International Inc. 

(2) Related Appeals and Interferences 

None. 

(3) Status Of Claims 

Claims 1-10, 15, 16 and 21-23 are pending in the application and are involved in this 
Appeal. Claims 1, 2, 6 and 7 are rejected under 35 USC §102(b) as being anticipated by 
Golze et al. (U.S. Patent No. 3,779,592, hereinafter "Golze"), Claims 1, 2, 3, 6 and 7 are 
rejected under 35 USC § 102(b) as being anticipated by Carpenter (U.S. Patent No. 5,154,462, 
hereinafter "Carpenter"), Claim 3 is rejected under 35 USC § 103(a) over Golze in view of 
Stewart et al. (U.S. Patent No. 6,000,738, hereinafter "Stewart"), Claim 4 is rejected under 35 
USC §103(a) over Golze, Carpenter or Himsl in view of Glance (U.S. Patent No. 5,779,991, 
hereinafter "Glance"), Claim 5 is rejected under 35 USC §103 (a) over Golze, Carpenter or 
Himsl, Claims 8, 9, 10 and 15 are rejected under 35 USC §103(a) over Carpenter or Himsl in 
view of Sturrus (U.S. Patent No. 5,813,594, hereinafter "Sturrus"), and Claims 16, 21, 22 
and 23 unpatentable under 35 USC § 103(a) over Golze or Carpenter in view of Sturrus. No 
claims have been allowed. Claims 1 1-14 and 17-20 have been canceled. 

(4) Status Of Amendments 

The Advisory Action dated September 16, 2004 (Paper No. 9142004) indicates that 
the Amendment After Final Rejection filed August 30, 2004 amending the specification and 
drawings will be entered for purposes of Appeal. 

(5) Summary Of Claimed Subject Matter 

As described in the Background of the Invention, automotive designers are 
continually trying to balance the need for lightweight, fuel efficient automobiles with safety 
standards and regulations imposed by the government and insurance companies. One such 
automotive component subject to heavy regulation is bumper assemblies with regard to crash 
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safety standards. The bumper assembly is traditionally comprised of a bumper beam made of 
a metallic material with the requisite strength to conform to governmental standards for low 
and high speed crashes. Often, the strong metallic beam is heavy and adds significant weight 
to the vehicle, thereby reducing fuel efficiency. There is a need in the automotive industry to 
develop a bumper assembly having a bumper beam with an increased strength to weight ratio 
by lowering the overall weight of the bumper assembly. The improved bumper assembly 
must still be strong enough to provide excellent performance in high speed and low speed 
crashes. 

Furthermore, automotive manufacturers desire components that are affordable and 
easy to produce in a mass production operation. Traditional bumper assemblies are roll- 
formed, whereby a flat steel strip extends through a series of rollers to shape the steel into a 
desired form. Complex bumper beam designs, while providing the necessary strength to 
conform to safety standards, add to the time and cost of the manufacturing process. Thus, 
there is a need in the automotive industry to produce a bumper beam that provides strength 
adequate to conform to safety standards, lightweight to improve fuel efficiency and simple to 
manufacture. 

The inventors of the present invention have recognized these and other problems 
associated with the traditional bumper beams described above. To this end, the inventors 
have developed a bumper beam that weighs less while maintaining high quality standards 
related to impact or crash testing. 

Referring to Figures 1-4 of the specification and shown below, a bumper beam, 
generally referred at 10, is shown according to an embodiment of the invention. The bumper 
beam 10 is an elongated beam having a first portion 12 and a second portion 14. In one 
embodiment, the second portion 14 is fixedly attached to a vehicle (not shown) by traditional 
techniques, such as fasteners, bracket assemblies, or the like. The first portion 12 extends 
outwardly from the vehicle and is usually first to contact an external object (not shown) 
during a crash. The positions of the first portion 12 and second portion 14 are merely 
illustrative. Alternatively, the second portion 14 may be attached to the vehicle while the 
first portion 12 extends outwardly from the vehicle. See Paragraph [0011]. 
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One aspect of the invention is that the first portion 12 and the second portion 14 are 
made from materials having different material properties. By way of example, the first 
portion 12 can be made from a first material that is generally higher strength (tensile strength 
or yield strength) than the second portion 14 made from a second material. It has been found 
that forming the first portion 12 with the first material having a greater strength enables the 
bumper beam 10 to greater withstand the forces generated on the bumper beam 10 during a 
crash, as compared to a bumper beam made of a single material having a lesser strength than 
the first material. Although the second portion 14 is made from the second material having a 
lesser strength (tensile strength or yield strength) than the first material, the second material 
may weigh less or the same as the first material. It has been found that the combination of 
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the higher strength first material and the lighter or equal weight second material provides a 
bumper beam 10 with an increased or higher strength to weight ratio, as compared with 
traditional bumper assemblies made of a single material. The increased strength to weight 
ratio provides a bumper beam that conforms to governmental standards regarding high and 
low speed crashes, while also improving fuel efficiency of the vehicle. As a further example, 
the second material of the second portion 14 may be of generally higher strength (tensile 
strength or yield strength) than the first material of the first portion 12, while the first material 
weighs less than or equal to the second material. Any combination of materials having 
different material properties that results in an increased or higher strength to weight ratio of 
the bumper beam is contemplated by the present invention. See Paragraph [0012]. 

As shown in Figure 5 of the specification and shown below, the first material can be 
of a different gauge than the second material. For example, the first material of the first 
portion 12 can have a lesser thickness than the second material of the second portion 14 
because the first material comprises a higher strength material than the second material. In 
contrast, if the second material has a higher strength than the first material, then the second 
material may have a lesser thickness than the first material. See Paragraph [0013]. 




Another aspect of the invention is that the first portion 12 and the second portion 14 

are fixedly attached to each other at one or more locations, indicated at 30. In the 

embodiments shown in Figures 1, 2 and 5 above, the end of each of the legs 18 of the first 

portion 12 and at the end of each of the legs 24 of the second portion 14 abut each other and 
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are fixedly attached together, such as by welding or the like. In addition, the connecting 
segment 22 is also welded to the back 16 of the first portion 12 at a location 30 along the 
longitudinal axis, A, of the bumper beam 10. Finally, the bending portions 20 formed 
between the back 26 and the legs 28 are welded to each other along the longitudinal axis, A, 
of the bumper beam 10. As can be seen in Figure 2, the bumper beam 10 is generally mirror 
symmetric with respect to the longitudinal axis, A. As a result, the location 30 at which the 
back 16 is welded to the connecting section 22 and the location 30 at which the bending 
portions 20 formed between the back 26 and the legs 28 are welded lie along a midpoint 
between the legs 18 of the first portion 12. See Figures 1, 2 and 5; Paragraph [0020]. 
(Emphasis Added.) 

In the embodiment shown in Figures 3 and 4 above, the end of each of the legs 34 of 
the first portion 12 and the end of each of the legs 36 of the second portion abut each other 
and are welded together. Further, the back 32 of the first portion 12 is welded to the legs 40 
of the second portion 14 along the axis, A, of the bumper beam 10. See Figures 3 and 4; 
Paragraph [ 0021 ]. (Emphasis Added.) 

(6) Grounds of Rejection to be Reviewed on Appeal 

A. Are Claims 1, 2, 6 and 7 unpatentable under 35 USC § 102(b) as being 
anticipated by Golze? 

B. Are Claims 1, 2, 3, 6 and 7 unpatentable under 35 USC § 102(b) as being 
anticipated by Carpenter? 

C. Are Claims 1, 2, 3, 6 and 7 unpatentable under 35 USC § 102(b) as being 
anticipated by Himsl (U.S. Patent No. 6,360,441, hereinafter "Himsl")? 

D. Is Claim 3 unpatentable under 35 USC §103(a) over Golze in view of Stewart? 

E. Is Claim 4 unpatentable under 35 USC § 103(a) over Golze, Carpenter or 
Himsl in view of Glance? 

F. Is Claim 5 unpatentable under 35 USC § 103(a) over Golze, Carpenter or 

Himsl? 

G. Are Claims 8, 9, 10 and 15 unpatentable under 35 USC §103(a) over 
Carpenter or Himsl in view of Sturrus? 
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H. Are Claims 16, 21, 22 and 23 unpatentable under 35 USC § 103(a) over Golze 
or Carpenter in view of Sturrus? 

(7) Argument 

A. Claims 12,6 and 7 Are Not Anticipated By Golze 

The Examiner rejected Claims 1-2 and 6-7 under 35 U.S.C. § 102(b) over Golze. 
Appellant respectfully traverses this rejection, and submits that these claims are not 
anticipated in view of the cited prior art for several reasons. 

Independent Claim 1 specifies, inter alia, a bumper beam comprising a first portion 
comprising a first material having a first end and a second end; and a second portion 
comprising a second material having a first end abutting the first end of the first portion and a 
second end abutting the second end of the first portion, wherein the first material has different 
material properties than the second material. 

In Paragraph 4 of the final Office action dated June 11, 2004, the Examiner rejected 

Claims 1, 2, 6 and 7 stating: 

"Claims 1-2, 6-7 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Golze et al." 

Appellant respectfully traverses this rejection, and submits that Claims 1, 2, 6 and 7 
are not anticipated the cited prior art. 

First, Appellant respectfully submits that the Examiner has conducted a piecemeal 

examination of the present application. According to MPEP §707. 07(g), 

"Where a major technical rejection is proper, it should be stated with 
a full development of reasons rather than by a mere conclusion coupled with 
some stereotyped expression." 

In the present application, the Examiner rejected Claims 1, 2, 6 and 7 under 35 U.S.C. 
§ 102(b) by stating a mere conclusion that these claims are anticipated by the cited prior art 
without a full development of reasons. 

Second, a claim is anticipated only if each and every element as set forth in the claim 
is found either expressly or inherently described in a single prior art reference. See MPEP 
§2131. There is no mention whatsoever in Golze of at least the feature of a first portion 
having a first end and a second end, and a second portion comprising a second material 
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having a first end abutting said first end of said first portion and a second end abutting said 
second end of said first portion , as recited in Claim 1 . 

As shown in Figure 2 below, Golze discloses a front bumper 12 including a C-shaped 
outer member 14 having a vertical portion 18 and substantially horizontal, spaced apart arms 
20, 22. The bumper 12 also includes a C-shaped inner member 16 made of aluminum alloy 
having a substantially vertical portion 24 and substantially horizontal, spaced apart arms 26, 
28. The outer member 14 and the inner member 16 are joined together by an adhesive layer 
30 between the upper horizontal arms 20, 26, and an adhesive layer 32 between the lower 
arms 22, 28. 



Contrary to the Examiner's assertion, the ends of the outer and inner members 14, 16 
of Golze do not abut each other, but rather overlap each other. Thus, Golze is not identical to 
the claimed invention. 

Third, in Paragraph 6 of the final Office action, the Examiner asserts that Golze 
discloses ends abutted or joined because the claims are open ended as to the exact location of 
"end." Appellant respectfully disagrees with this assertion. 

It is appropriate to compare the meaning of terms given in technical dictionaries in 
order to ascertain the accepted meaning of a term in the art. Further, a term may not be given 
a meaning repugnant to its usual meaning. See MPEP §21 73.05(a). By definition, the term 
"end" is defined as "the extreme or last part lengthwise; the terminal unit of something spatial 
that is marked off by units." See Evidence Appendix attached hereto. 




Golze (Figure 2) 
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In addition, the definition of the term "abut" is defined as "to touch along a border or 
with a projecting part." See Evidence Appendix attached hereto. As shown in Figures 1-5, 
the end of the first portion 12 abuts the end of the second portion 14. Thus, the specification 
and drawings do not use a definition that is a different than the ordinary meaning of the term 
"end," and the Examiner's assertion is misplaced. 

In view of the foregoing, Claim 1 is allowable over the applied art. Claims 2, 6 and 7, 
which depend from Claim 1 , are likewise allowable over the applied art. Thus, the 
Examiner's rejection of Claims 1, 2, 6 and 7 under 35 U.S.C. § 102(b) over Golze should be 
reversed. 

B. Claims 12,6 and 7 Are Not Anticipated By Carpenter 

The Examiner rejected Claims 1-3 and 6-7 under 35 U.S.C. §102(b) over Carpenter. 

Appellant respectfully traverses this rejection, and submits that these claims are not 

anticipated in view of the cited prior art. 

In Paragraph 5 of the final Office action dated June 11, 2004, the Examiner rejected 

Claims 1, 2, 3, 6 and 7 stating: 

"Claims 1-3, 6-7 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Carpenter." 

Appellant respectfully traverses this rejection, and submits that Claims 1, 2, 3, 6 and 7 
are not anticipated the cited prior art. 

First, Appellant respectfully submits that the Examiner has again conducted a 

piecemeal examination of the present application. According to MPEP §707. 07(g), 

"Where a major technical rejection is proper, it should be stated with 
a full development of reasons rather than by a mere conclusion coupled with 
some stereotyped expression." 

In the present application, the Examiner rejected Claims 1, 2, 3, 6 and 7 under 35 
U.S.C. §102(b) by stating a mere conclusion that these claims are anticipated by the cited 
prior art without a full development of reasons. 

Second, similar to Golze, there is no mention whatsoever in Carpenter of at least the 
feature of a first portion having a first end and a second end, and a second portion comprising 
a second material having a first end abutting said first end of said first portion and a second 
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end abutting said second end of said first portion , as recited in Claim 1 . 

Carpenter discloses a bumper beam 10 including a cross member 16 attached to frame 
rails 12 and a bumper facebar 22 made from a different material. As shown in Figures 3 and 
4 below, the cross member 16 is attached to the bumper facebar 22 by applying an adhesive 
28 to one of a first edge portion 18 of the cross member 16 and a second edge portion 24 of 
the bumper facebar 22. 




Fig-3 




Fig-4 

Carpenter (Figures 3 and 4) 

Contrary to the Examiner's assertion, the ends of the cross member 16 and the 
bumper facebar 22 of Carpenter do not abut each other, but rather overlap each other. Thus, 
Carpenter is not identical to the claimed invention. 

In view of the foregoing, Claim 1 is allowable over the applied art. Claims 2, 3, 6 and 
7, which depend from Claim 1, are likewise allowable over the applied art. Thus, the 
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Examiner's rejection of Claims 1, 2, 3, 6 and 7 under 35 U.S.C. § 102(b) over Carpenter 
should be reversed. 

C. Claims 12,3,6 and 7 Are Not Anticipated By Himsl 

The Examiner rejected Claims 1-3 and 6-7 under 35 U.S.C. §102(b) over Himsl. 

Appellant respectfully traverses this rejection, and submits that these claims are not 

anticipated in view of the cited prior art. 

In Paragraph 6 of the final Office action dated June 11, 2004, the Examiner rejected 

Claims 1, 2, 3, 6 and 7 stating: 

"Claims 1-3, 6-7 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Himsl et al." 

Appellant respectfully traverses this rejection, and submits that Claims 1, 2, 3, 6 and 7 
are not anticipated the cited prior art. 

First, Appellant respectfully submits that the Examiner has again conducted a 

piecemeal examination of the present application. According to MPEP §707. 07 (g), 

"Where a major technical rejection is proper, it should be stated with 
a full development of reasons rather than by a mere conclusion coupled with 
some stereotyped expression." 

In the present application, the Examiner rejected Claims 1, 2, 3, 6 and 7 under 35 
U.S.C. §102(b) by stating a mere conclusion that these claims are anticipated by the cited 
prior art without a full development of reasons. 

Second, similar to Golze and Carpenter, there is no mention whatsoever in Himsl of at 
least the feature of a first portion having a first end and a second end, and a second portion 
comprising a second material having a first end abutting said first end of said first portion and 
a second end abutting said second end of said first portion , as recited in Claim 1 . 

In one embodiment shown below, Himsl discloses a bumper beam assembly 10 
including a bumper beam member 12 affixed to a bumper beam structure 14. 
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FIG. 5 

Himsl (Figure 5) 

Contrary to the Examiner's assertion, the ends of the bumper beam member 12 and 
the bumper beam structure 14 do not abut each other, but rather overlap each other. Thus, 
Himsl is not identical to the claimed invention. 

In view of the foregoing, Claim 1 is allowable over the applied art. Claims 2, 3, 6 and 
7, which depend from Claim 1, are likewise allowable over the applied art. Thus, the 
Examiner's rejection of Claims 1, 2, 3, 6 and 7 under 35 U.S.C. § 102(b) over Himsl should 
be reversed. 

D. Claim 3 Is Not Obvious In View Of Golze And Stewart 
The Examiner rejected Claim 3 under 35 U.S.C. § 103(a) over Golze in view of 
Stewart. 

In Paragraph 9 of the final Office action dated June 11, 2004, the Examiner rejected 
Claim 3 stating: 

"It would have been obvious to one of ordinary skill to provide in any 
reference above different thicknesses in various portions of the bumper as 
taught by Stewart et al. for reinforcement under load to resist same." 

Appellant respectfully traverses this rejection, and submits that Claim 3 is not obvious 
in view of the cited prior art. 
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First, Appellant respectfully submits that the Examiner has again conducted a 

piecemeal examination of the present application. According to MPEP §707. 07 (j), 

"[a]fter indicating that the rejection is under 35 U.S.C. 103, the 
examiner should set forth in the Office action: 

(A) the relevant teachings of the prior art relied upon, preferably with 
reference to the relevant column or page number(s) and line number(s) where 
appropriate, 

(B) the difference or differences in the claim over the applied 
references(s), 

(C) the proposed modification of the applied reference(s) necessary to 
arrive at the claimed subject matter, and 

(D) an explanation why one of ordinary skill in the art at the time the 
invention was made would have been motivated to make the proposed 
modification. 



The initial burden is on the examiner to provide some suggestion of the 
desirability of doing what the inventor has done. 'To support the conclusion 
that the claimed invention is directed to obvious subject matter, either the 
references must expressly or impliedly suggest the claimed invention or the 
examiner must present a convincing line of reasoning as to why the artisan 
would have found the claimed invention to have been obvious in light of the 
teachings of the references.' Ex parte Clapp, 221 USPQ 972, 973 (Bd. Pat. 
App. & Inter. 1985)." 

In the present application, the Examiner rejected Claim 3 under 35 U.S.C. § 103(a) 
without setting forth the relevant teachings of the prior art relied upon, and preferably with 
reference to the relevant column or page number(s) and line number(s). 

Second, the Examiner has failed to establish a prima facie case of obviousness. 

According to MPEP §2143, to establish a prima facie case of obviousness, three criteria must 

be met. First, there must be some suggestion or motivation, either in the references 

themselves or in the knowledge generally available to one of ordinary skill in the art, to 

modify the reference or to combine reference teachings. In re Linter, 458 F.2d 1013, 173 

USPQ 560, 562 (CCPA 1972). Second, there must be a reasonable expectation of success. 

In re Merck & Co., Inc., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). Finally, the applied 

reference must teach or suggest all the claim limitations. In re Royka, 490 F.2d 981, 180 

USPQ 580 (CCPA 1974). The mere fact that references can be combined or modified does 

not render the resultant combination obvious unless the prior art also suggests the desirability 
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of the combination. In re Mills, 916 F.2d 680, 16 USPQ2d 1430 (Fed. Cir. 1990). Further, 
the fact that the claimed invention is within the capabilities of one of ordinary skill in the art 
is not sufficient by itself to establish a prima facie case of obviousness without some 



USPQ2d 1300 (Bd. Pat. App. & Inter. 1993). Further, it is well established that even if all 
elements of a claim are disclosed in the prior art, the claimed invention taken as a whole 
cannot be said to be obvious without some reason given in the prior art why one of ordinary 
skill would have been prompted to combine the teachings of the prior art to arrive at the 
claimed invention. In Re Regal, 188 U.S.P.Q. 136,139 n.6 (C.C.P.A. 1975). 

Stewart discloses a force-absorbing vehicle bumper wall structure 10 including an 
outer wall 20, and an inner wall 22. The walls 20, 22 are connected together by four 
connector walls 24, 26 28 and 30. As shown in Figure 3 below, the connector walls 24, 30 
include first wall sections 32 and second wall sections 34. Each connector wall 26, 28 has a 
lesser wall thickness than each connector wall 24, 30. 



objective reason to combine the teachings of the references. Ex parte Levengood, 28 





Stewart (Figure 3) 
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Claim 3 depends from Claim 1. It is respectfully submitted that the Examiner fails to 
establish a prima facia case of obviousness because the combination of Golze or Stewart does 
not disclose all the claim limitations. As mentioned above, there is no mention in Golze of at 
least the feature of a first portion having a first end and a second end, and a second portion 
comprising a second material having a first end abutting said first end of said first portion and 
a second end abutting said second end of said first portion , as recited in Claim 1. It is 
respectfully submitted that there is no mention in Stewart of at least this feature. Thus, 
Stewart adds nothing to overcome this shortcoming in Golze, and the Examiner fails to 
establish a prima facia case of obviousness. 

For at least this reason, Claim 3 is allowable over the applied art, taken singly or in 
combination. Thus, the Examiner's rejection of Claim 3 under 35 U.S.C. § 103(a) over the 
applied art should be reversed. 

E. Claim 4 Is Not Obvious In View Of Carpenter or Himsl and Glance 
The Examiner rejected Claim 4 under 35 U.S.C. § 103(a) over Carpenter or Himsl in 
view of Glance. 

In Paragraph 10 of the final Office action dated June 11, 2004, the Examiner rejected 
Claim 4 stating: 

"It would have been obvious to one of ordinary skill to provide in any 
references above Martensitic steel as taught by Glance as a known material for 
this environment." 

Appellant respectfully traverses this rejection, and submits that Claim 4 is not obvious 
in view of the cited prior art. 

First, Appellant respectfully submits that the Examiner has again conducted a 
piecemeal examination of the present application because the Examiner does not set forth the 
relevant teachings of the prior art relied upon, and preferably with reference to the relevant 
column or page number(s) and line number(s) in accordance with MPEP §707. 07 (j). 

Second, Glance does not teach or suggest the use of Martensitic steel, as asserted by 
the Examiner. To the contrary, Glance teaches the use of a body member 12 that is blow 
molded in one piece of a resilient thermoplastic material, such as high density polyethylene, 
polypropylene, thermoplastic rubber, olefin resin, or urethane. See col 2, lines 38-42, 
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In addition, it would not be a matter of design choice to use Martensitic steel for the 
first material of the first portion. As stated in the specification, one aspect of the invention is 
that the first portion 12 is made from a first material that is generally higher strength (tensile 
strength or yield strength) than the second material of the second portion 14. It has been 
found that forming the first portion 12 with the first material having a greater strength enables 
the bumper beam 10 to greater withstand the forces generated on the bumper bean 10 during 
a crash. See Paragraph [0012], 

Third, the Examiner has failed to establish a prima facie case of obviousness because 
there is no mention whatsover in Carpenter, Himsl or Glance of at least the feature of a first 
portion having a first end abutting said first end of said first portion and a second end 
abutting said second end of said first portion , as recited in Claim 1. 

In view of the foregoing, it is respectfully submitted that the Examiner fails to 
establish a prima facia case of obviousness because the combination of Carpenter, Himsl and 
Glance does not disclose all the claim limitations, as recited in Claim 4, which depends from 
Claim 1. 

For at least this reason, Claim 4 is allowable over the applied art, taken singly or in 
combination. Thus, the Examiner's rejection of Claim 4 under 35 U.S.C. § 103(a) over the 
applied art should be reversed. 

F. Claim 5 Is Not Obvious In View Of Golze. Carpenter or Himsl 

The Examiner rejected Claim 5 under 35 U.S.C. §103(a) over Golze, Carpenter or 

Himsl. 

In Paragraph 1 1 of the final Office action dated June 11, 2004, the Examiner rejected 
Claim 5 stating: 

"It would have been obvious to one of ordinary skill to provide in any 
one of the references above a known commercially available material, as 
admitted by applicant, for its inherent properties." 

Appellant respectfully traverses this rejection, and submits that Claim 5 is not obvious 
in view of the cited prior art. 

First, Appellant respectfully submits that the Examiner has again conducted a 
piecemeal examination of the present application because the Examiner merely states a 
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conclusion and does not set forth the relevant teachings of the prior art relied upon, and 
preferably with reference to the relevant column or page number(s) and line number(s) in 
accordance with MPEP §707. 07 (j). 

Second, the Examiner has failed to establish a prima facie case of obviousness 
because there is no mention in Golze, Carpenter or Himsl of at least the feature of a first 
portion having a first end abutting said first end of said first portion and a second end 
abutting said second end of said first portion, as recited in Claim 1 . 

In view of the foregoing, it is respectfully submitted that the Examiner fails to 
establish a prima facia case of obviousness because Golze, Carpenter, or Himsl does not 
disclose all the claim limitations, as recited in Claim 5, which depends from Claim 1. 

For at least this reason, Claim 5 is allowable over the applied art, taken singly or in 
combination. Thus, the Examiner's rejection of Claim 5 under 35 U.S.C. §103(a) over the 
applied art should be reversed. 

G. Claims 8-10 and 15 Are Not Obvious In View Of Carpenter or Himsl and 

Sturrus 

The Examiner rejected Claims 8-10 and 15 under 35 U.S.C. §103(a) over Golze or 
Himsl in view of Sturrus. 

In Paragraph 12 of the final Office action dated June 11, 2004, the Examiner rejected 

Claims 8-10 and 15 stating: 

"It would have been obvious to one of ordinary skill to provide in any 
one of the references above a double C-shaped section within another C- 
shaped section as taught by Sturrus in figure 14 in order to strengthen the 
beam. 

As to claim 9, Sturrus has connecting segment at 3. 
As to claim 10, the legs are generally orthogonal." 

Appellant respectfully traverses this rejection, and submits that Claims 8-10 and 15 
are not obvious in view of the cited prior art. 

Sturrus is directed to an apparatus for forming an end bumper in a vehicle that is 
formed from a single sheet of high-tensile strength steel roll-formed to provide two side-by- 
side tubular sections. In Figure 14 below, Sturrus discloses a W-shaped or double hat shaped 
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bumper having openings 4, 5 covered by a steel plate member 6 welded to the outer legs 7, 8 
of sections 1, 2 and to the web 3. 




FIG. 14 

PRIOR ART 



Claims 8-10 and 15 depend from Claim 1. As mentioned above, there is no mention 
in Carpenter or Himsl of at least the feature of a first portion having a first end abutting said 
first end of said first portion and a second end abutting said second end of said first portion , 
as recited in Claim 1 . 

Unlike the claimed invention, the steel plate member 6 overlaps the outer legs 7, 8. It 
is respectfully submitted that there is no mention in Sturrus of at least the feature of a first 
portion having a first end abutting said first end of said first portion and a second end 
abutting said second end of said first portion . Thus, Sturrus adds nothing to overcome the 
shortcomings of Carpenter and Himsl. Because the combination of the cited references does 
not teach all the claim limitations, as recited in Claim 1, the Office action fails to establish a 
prima facie case of obviousness. See MPEP §2143. 

For at least this reason, Claims 8-10 and 15 are allowable over the applied art, taken 
singly or in combination. Thus, the Examiner's rejection of Claims 8-10 and 15 under 35 
U.S.C. § 103(a) over the applied art should be reversed. 

H. Claims 16 And 21-23 Are Not Obvious In View Of Golze or Carpenter and 

Sturrus 

The Examiner rejected Claims 16 and 21-23 under 35 U.S.C. §103(a) over Golze or 
Carpenter in view of Sturrus. 
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In Paragraph 13 of the final Office action dated June 11, 2004, the Examiner rejected 

Claims 16 and 21-23 stating: 

"It would have been obvious to one of ordinary skill to provide in any 
one of the references above a double C-shaped section within another C- 
shaped section as taught by Sturrus in figure 14 in order to strengthen the 
beam." 

Appellant respectfully traverses this rejection, and submits that Claims 16 and 21-23 
are not obvious in view of the cited prior art. 

There is no mention whatsoever in Sturrus of a first portion (12) having a generally C- 
shaped cross-section and comprising a first material, and a second portion (14) comprising a 
second material and including two generally C-shaped sections (21, 23), each C-shaped 
section having two legs (24, 28) and a back (26) positioned between the two legs, the second 
portion further including a connecting segment (22) positioned between said two generally C- 
shaped sections, as recited in Claim 16. See Figures 1 and 2. Golze and Carpenter add 
nothing to overcome this shortcoming in Sturrus. Thus, the combination of Golze, Carpenter 
and Sturrus does not teach all the claim limitations of Claim 16, and the Examiner fails to 
establish a prima facie case of obviousness. See MPEP §2143. 

For at least this reason, Claim 16 is allowable over the applied art, taken singly or in 
combination. Thus, the Examiner's rejection of Claim 16 under 35 U.S.C. §103(a) over the 
applied art should be reversed. 

In addition, there is no mention whatsoever in Sturrus of a first portion (12) having a 

generally C-shaped cross-section and comprising a first material, and a second portion (14) 

comprising a second material and including two generally C-shaped sections (21, 23) 

integrally joined to each other, each C-shaped section having two legs (36, 40) and a back 

(38) positioned between the two legs, wherein one of the two legs (36, 40) of one of the two 

generally C-shaped sections (21, 23) is integral with one of the two legs (36, 40) of the other 

one of the two generally C-shaped sections (21, 23) to form one extended segment between 

each C-shaped section (21, 23), as recited in Claim 21. See Figures 3 and 4. Golze and 

Carpenter add nothing to overcome this shortcoming in Sturrus. Thus, the combination of 

Golze, Carpenter and Sturrus does not teach all the claim limitations of Claim 21, and the 

Examiner fails to establish a prima facie case of obviousness. See MPEP §2143. 
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For at least this reason, Claim 21 is allowable over the applied art, taken singly or in 
combination. Claims 22 and 23, which depend from Claim 21, are likewise allowable over 
the applied art, taken singly or in combination. Thus, the Examiner's rejection of Claims 21- 
23 under 35 U.S.C. § 103(a) over the applied art should be reversed. 

In view of the foregoing, Appellant respectfully submits that Claims 1-10, 15, 16 and 
21-23 are patentable over the applied art, taken singly or in combination. Therefore, the 
Board is respectfully requested to reverse the Examiner's decision. 



Respectfully submitted, 



Dated: January 3, 2005 



Customer No. 44200 




Tel. No.: (248) 566-8508 



Honigman Miller Schwartz and Cohn LLP 
32270 Telegraph Road 
Suite 225 

Bingham Farms, MI 48025-2457 
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Claims Appendix 

1 . A bumper beam, comprising: 

a first portion comprising a first material having a first end and a second end; 

and 

a second portion comprising a second material having a first end abutting said 
first end of said first portion and a second end abutting said second end of said first portion, 
wherein said first material has different material properties than said second material. 

2. A bumper beam according to Claim 1, wherein said first material has a 
generally higher strength than said second material. 

3. A bumper beam according to Claim 1, wherein said first material has a 
different thickness than said second material. 

4. A bumper beam according to Claim 1, wherein said first material comprises 
martensitic steel. 

5. A bumper beam according to Claim 1, wherein said second material comprises 
dual-phase, multiphase, complex -phase or transformation induced plasticity steel. 

6. A bumper beam according to Claim 1, wherein said first and second ends of 
said first portion and said first and second ends of said second portion are fixedly attached to 
each other. 

7. A bumper beam according to Claim 1, wherein said first portion has a 
generally C-shaped cross-section having a back and two legs extending orthogonally 
therefrom. 

8. A bumper beam according to Claim 7, wherein said second portion includes 
two generally C-shaped sections, each C-shaped section having two legs and a back 
positioned between said two legs. 
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9. A bumper beam according to claim 8, wherein said second portion further 
includes a connecting segment positioned between said two generally C-shaped sections. 

10. A bumper beam according to Claim 8, wherein at least one of said two legs of 
one of said two generally C-shaped sections extends generally orthogonal with respect to said 
back. 

Claims 11-14 (Canceled). 

15. A bumper beam according to Claim 9, wherein said connecting segment is 
fixedly attached to said back of said first portion. 

16. A bumper beam A comprising: ^ 

a first portion having a generally C-shaped cross-section and comprising a first 
material, said first portion including a back and two legs extending orthogonally therefrom; 
and 

a second portion comprising a second material, said second portion includes 
two generally C-shaped sections, each C-shaped section having two legs and a back 
positioned between said two legs, wherein said second portion further includes a connecting 
segment positioned between said two generally C-shaped sections, 

wherein said first portion is attached to said second portion, and 

wherein said first material of said first portion has a different material property than 
said second material of said second portion. 

Claims 17-20 (Canceled). 

21. A bumper beam according to Claim 16, wherein one leg of said first portion 
includes a first end and the other leg of said first portion includes a second end, and wherein 
said one of said legs of said second portion includes a first end abutting said first end of said 
first portion, and wherein another one of said legs of said second portion includes a second 
end abutting said second end of said first portion. 
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22. A bumper beam, comprising: 

a first portion having a generally C-shaped cross-section and comprising a first 
material, said first portion including a back and two legs extending orthogonally therefrom; 
and 

a second portion comprising a second material, said second portion includes 
two generally C-shaped sections integrally joined to each other, each C-shaped section 
having two legs and a back positioned between said two legs, wherein one of said two legs of 
one of the two generally C-shaped sections is integral with one of said two legs of the other 
one of the two generally C-shaped sections to form one extended segment between each C- 
shaped section, 

wherein said first portion is attached to said second portion, and 

wherein said first material of said first portion has a different material property than 
said second material of said second portion. 

23. A bumper beam according to Claim 22, wherein one leg of said first portion 
includes a first end and the other leg of said first portion includes a second end, and wherein 
said one of said legs of said second portion includes a first end abutting said first end of said 
first portion, and wherein another one of said legs of said second portion includes a second 
end abutting said second end of said first portion. 
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Evidence Appendix 

The evidence in this Appendix was considered by the Examiner in Appellant's 
Amendment After Final Rejection Under 37 CFR 1.116 mailed on August 30, 2004. 
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©nd[1 .noun] 
end[2,verb) 
e n d [3 .adjective] 
end[4 .transitive verb] p 
be-all and end-all 
bitto r en d[ 1 , noun] jg| 

Main Entry: 1 end *> 
Pronunciation: • end 
Function: noun 

Etymology: Middle English ende, from Old English; akin to 
Old High German enti end, Latin ante before, Greek anti 
against 

la: the part of an area that lies at the boundary b (1) : a 
point that marks the extent of something (2) : the point 
where something ceases to exist -^world without cnd> c : the 
extreme or last part lengthwise : TIP d : the terminal unit of 
something spatial that is marked off by units era player 
stationed at the extremity of a line (as in football) 

2 a : cessation of a course of action, pursuit, or activity b : 
DEA TH, P ESTR UCTTON c (t) : the ultimate state (2) : 
RES ULT. ISSUE 

3 : something incomplete, fragmentary, or undersized : 
K.EMNANT 

4 a : an outcome worked toward : P U RFOSK <thc and of 
poetry is to be poetry -- R. P. Warren> b : the object by 
virtue of or for the sake of which an event takes place 

5 a : a share in an undertaking <kcpt your end up> b : a 
particular operation or aspect of an undertaking or 
organization <thc sales end of the business^ 

6 : something that is extreme : ULTIMATE used with the 

7 : a period of action or turn in any of various sports events 
(as archery or lawn bowling) 

synonym see EVTKNTJOX 

- end ed <*> /' en-dtd/ adjective 

- In the end : AOTJO^X,!*, 

- no end : ^GMEm^GJLX 

- on end : without a stop or letup <\\ rained for days an 
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One entry found for abut. 




Main Entry: abut *> 
Pronunciation: &-'b&t 

^^^^HS KdFMs): abut ted; abut ting 
msmmmtxmi* Elymo i ogV : Middle English abutten, partly from Old French 
aboter to border on, from a- (from Latin ad-) + bout blow, 
end, from boter to strike; partly from Old French abuter to 
come to an end, from a- + but end, aim - more at 
<SUP>lbutt, <SUP>4butt 

intransitive senses m % _ 

1 ; to louch along a border or with a projecting part <land 

abuts on the road> 

2 a : to terminate at a point of contact b : to lean for support 
transitive senses 

1 : to border on 

2 ; to cause to abut 
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Related Proceedings Appendix 



There are no related proceedings. 
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